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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 10, 32 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Furukawa et al. (US Publication Number 2001/0039590 
hereinafter "Furukawa") in view of HKU Campus Network Handbook Chapter 4 - 
Network Printing (HKU Campus Network Handbook - Last Update 7/16/1998, 
Chapter 4 -Network Printing, hereinafter "HKU"). 

3. As per claim 1 , Furukawa teaches a method of configuring a peripheral device on 
a network, the method comprising the acts of: 

sending a request from a host across the network (paragraphs [0019 & 0033]); 

receiving a response by the host from the peripheral device, the response 
including a current configuration setting of the peripheral device (paragraph [0019 & 
34]); and 

determining by the host whether to configure the peripheral device, without user 
intervention (host computer determines whether to configure, paragraph [0034]); and 
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sending a configuration message from the host to the peripheral device, the 
configuration message including an updated configuration setting for the peripheral 
device, the configuration message including a network parameter associated with a 
network connection of the peripheral device (settings include IP address configuration, 
paragraphs [0033-0034]), the updated configuration setting generated and sent by the 
host without user intervention (host sends to the printer via multicast, paragraph [0034]). 

Furukawa does not explicitly disclose the configuration message including 
functional settings. 

Transmission of functional settings to a printer is notoriously well known in the art 
as they are essential for functionality and are incorporated into print jobs. Furthermore 
HKU teaches configuring and sending a print job comprising a configuration message 
including a functional parameter associated with a device-specific operation of the 
peripheral (Chapter 4, Section 4.3, Step 15, Printer Settings). 
Sending functional parameters in a configuration message is notoriously well known in 
the art as can be clearly seen in HKU with examples shown from Windows 3.1 and it 
would have been obvious to one of ordinary skill in the art at the time of the applicant's 
invention to modify Furukawa by including a configuration message including functional 
parameters as reinforced by HKU. One of ordinary skill would be motivated to make 
such modifications in order to allow for functionality in a network environment (Chapter 
4, Section 4.1). 
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4. As per claim 10, Furukawa teaches a method wherein a configuration utility 
software is installed on the host (the program embodied in figure 5 is installed on the 
host). 

5. As per claim 32, Furukawa teaches a method wherein the request is a query 
packet (query packet, paragraph 0019) and the host includes a configuration utility 
(configuration utility in host as embodied in figure 5), and further comprising the acts of: 
receiving the query packet by the peripheral device over the network (figure 4a) from a 
the configuration utility (paragraph 0019); sending the response to the configuration 
utility in response to the query packet, the response including the current configuration 
setting of the peripheral device (figure 4a, printer returns current MAC address) and 
indicating that the peripheral device recognizes the query packet (paragraph 0019); 
receiving a configuration packet by the peripheral device over the network from the 
configuration utility (paragraph 0033-0034); parsing the configuration packet for an 
updated configuration setting (paragraph 0034); and changing the current configuration 
setting of the peripheral device to match the updated configuration setting included in 
the configuration packet (paragraph 0034, printer sets the new configuration 
information). 

6. As per claim 36, Furukawa teaches a method wherein an acknowledgment 
packet is sent to the configuring utility after the new configuration has been accepted 
(ACK packet, S9, figure 5, paragraph 0037). 



Application/Control Number: 10/638,211 
Art Unit: 2182 



Page 5 



7. Claims 3, 7 - 9, 11, 33 - 35 and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Furukawa in view of Ohta (US Publication Number 
2003/0084132). 

8. As per claim 3, Furukawa teaches a configuration message however does not 
disclose data payload. 

Ohta teaches a method wherein the configuration message includes a data 
payload (.dll data payload files, paragraph [0036]). 

It would have been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to modify the configuration message of Furukawa to include the 
additional data of Ohta. One of ordinary skill would be motivate to make such 
modification in order to increase the availability of parameters to be modified (paragraph 
[0005]). 

9. As per claims, 7, 8, 9 and 37, Furukawa teaches a method wherein the 
peripheral device is selected from the group of network devices such as a printer 
(paragraph 0007, figure 4) and Ohta teaches a method wherein the peripheral device is 
selected from the group consisting of: a print server, a network adaptor, a scanner, a 
printer, an all-in-one-device, and a fax machine (peripheral device includes a multitude 
of devices, paragraph [0052]). 
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All of the component parts of Furukawa and Ohta were known at the time of the 
Applicant's claimed invention the only difference is the combination of the known 
elements in a single networked peripheral selectable system thus it would have been 
obvious to one of ordinary skill in the art to combine all the elements into a single 
system to yield a predictable result of selecting a peripheral to configure. 

1 0. Furukawa (note claim 1 ) modified by the teachings of Ohta as applied in claim 3 
above, as per claim 1 1 , Ohta teaches a method wherein the configuration setting 
includes one of: a network setting (figure 12) and a device-specific setting (figure 15). 

1 1 . Furukawa modified by the teachings of Ohta as applied in claim 3 above, as per 
claims 33, 34, 35, Ohta teaches a method wherein the configuration settings are 
communicated by binary data wherein the binary data is a series of delimited text 
strings and is encrypted data (.dll data payload files, paragraph [0036]). 

12. Claims 4, 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Furukawa in view of HKU further in view of Cheng (US Publication Number 
2002/0078161). 

13. As per claims 4, 5 and 6, Furukawa teaches a method of configuring a peripheral 
device on a network, the method comprising the acts of: sending a request from a host 
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across the network via broadcast (broadcast taught as known in prior art, paragraph 
[0007]) and multicast (paragraph [0019]) 

Furukawa does not explicitly disclose the streaming mechanism unicast. 

Cheng teaches the streaming mechanisms utilized in sending requests via 
unicast (paragraph [0024]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to modify the combination of HKU and Furukawa with the above 
teachings of Cheng. One of ordinary skill in the art would be motivated to make such 
modifications in order to allow for a more variety in a heterogeneous network in an a 
home and office environment (paragraphs [0007 & 0024]). 

Response to Arguments 

14. Applicant's arguments with respect to claims 1,3-11 and 32 - 37 have been 
considered but are moot in view of the new ground(s) of rejection. 

All of the applicant's arguments relate to the claim limitations focusing on the 
characteristics of the configuration, with the emphasis on the device to be configured 
and the settings of the printer/peripheral itself were not changed. The Examiner has 
provided a new ground of rejection in which a printer is configured and in light of the 
new rejection Applicant's arguments are moot. 



Conclusion 
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1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AURANGZEB HASSAN whose telephone number is 
(571 )272-8625. The examiner can normally be reached on Monday - Friday 9 AM to 
5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571 )272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AH 

/Tariq Hafiz/ 

Supervisory Patent Examiner, Art Unit 2182 



